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Standing Committee on the Law of Trademarks, Industrial Designs and Geographical 

Indications 

 

33rd Session 

(WIPO, Geneva, 16 - 20 March 2015) 

 

Revised proposal by the Delegation of Jamaica and related documents (SCT/32/2, SCT/29/5 

Rev, SCT/31/5, SCT/30/4) 

 

Chairman, 

 

On behalf of the EU and its Member States we would like to thank the Delegation of Jamaica for 

the revised proposed joint recommendation of the treatment of country names, as outlined in 

document SCT/32/2.  

 

We would also like to thank the WIPO secretariat for organising a side event on this topic. We were 

pleased to see so many people attending the event. We have been listening with great interest to the 

presentations made, and the discussion that followed. 

 

We understand the interest that Jamaica and other countries attach to the protection of country 

names.  We should however not forget that the existing trademark laws already provide a solid level 

of protection to country names, as was highlighted in the study conducted by WIPO, SCT/29/5 rev., 

before we embark on a Joint Recommendation.   

 

Chairman,  

 

From the European Trade Mark Law perspective the proposed Joint recommendation poses some 

difficulties.  The draft Joint Recommendation establishes a very broad protection for country names 

which would impose an interpretation of the grounds for refusal under Article 7 CTMR against an 

established practice and case-law.  
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For instance, as regards descriptiveness, Article 3 ‘Conflicting marks’ as revised by Jamaica 

indicates that “Irrespective of the goods and/or services for which a mark is used, is the subject of 

an application for registration, or is registered, that mark shall be deemed to be in conflict with a 

country name where the mark, or a part thereof, consists of or contains a country name, and the 

mark is being used or intended to be used in relation to goods or services which do not originate in 

the country indicated by the country name.” 

 

This article contradicts with European case law, as mentioned in paragraph 25 of the Study on the 

protection of Country Names, SCT/29/5 rev which states that situations should be judged on a case- 

by-case basis. 

 

A principle which precludes the registration of geographical names does not exist under European 

Law. 

 

The EU and its Member States believe it is necessary to look at the issue from all perspectives, not 

just from the point of view of states and consumers, but also from the current users of country 

names in trademarks, who may legitimately use a country name which has become well-known and 

recognised in the market place.  By investigating and taking account of this we could prevent 

upsetting legitimately held business practices.  

 

Awareness raising activities could be usefully undertaken to publicise the available mechanisms for 

the refusal or invalidation of trademarks containing country names. 

 

The European Union and its Member States look forward to participating constructively in future 

discussions on this topic.  

 

 

Thank you Chairman. 

 

 

 

 


